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1 This apgsncaﬂon is the result of a domain name dispute betwesn the applicant
and the responderit, in respect of the domain name, canadian.biz.

-[2} The applicant seeks a declaration that he is the rightful registrant of the domain
name and that the respondent has no rights to the domain name as against the

31 The applicant, a Canadian citizen, is a graduate of the University of Toronto
{1999), where he completed a doctorate in Critical Global and Community fssues. He is
currently self-employed as a research consultant and web site developer in education,
transportation, and driver safety.

4] The applicant registered the domain name, canadian.biz on or about March 27,
2002. The applicant registered the domain name through an online auction. The auction
process was open to the general public.

[5] The applicant complied with the only restrictions on registering “.biz" domain
names, which are as follows:

a. Registrations in the .BIZ TLD must be used or intended to be- used primarily
for bona fide business or commercial purposes;
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b. Registrations in the .BIZ TLD must comply with the Uniform Dispute
Resolution Policy (*UDRP"), as adopted and as may be amended by the
internet Corporation of Assigned Names and Numbers. For proceedings
initiated before the Commencement-of-Service Date, a modified version of
the UDRP, known as the Start-Up Trademark Opposition Policy ("STOP")

will apply.

{6] Various companies are accredited by the Internet Corporation for Assigned
Names and Numbers (“ICANN") to sell or re-sell domain names to the public. These
companies are called domain name “registrars’. 4Domains, Inc., doing business as
Blusberry. Hill Communications Inc. (the “registrar’) is such a domain name registrar and
was the one that the applicant used to register canadian.biz. The registrar, 4Domains,
Inc., is more precisely described as domain name re-seller that registers domain names
on behalf of Neulevel Inc., which is the exclusive operator of the .biz domain name
registry..

{7] Since the domain name was not available through 4Domains, Inc. on. a first
come first served basis, but was the subject of competing bids for registration, the
applicant could not count on being the successful bidder and subsequant registrant.
Accordingly, the applicant did not undertake any preparations to develop and use the
domain name, canadian.biz, except for conceiving of a web portal site and meeting
place for Canadian businesses and entrepreneurs to meset, interact, and conduct

18] The registration of this domain name was part-of a complicated round-robin
process initiated by Neulevel Inc., which involved opening up registration attempts to
the 70 or more domain name registrars or resellers world wide. Each reseller was
allowed to submit just one person's name, which was put into the round-robin process.

9] 4Domains, Inc. was one of the few resellers that chose to have an open, public
‘auction for the names, with competing bids potentially pushing the price of popular
domain names higher. At the end of the auction process, 4Domains, Inc. submitted just
the one winning bid-to Neulevel Inc. to enter the round-robin process, which was a draw
from among all of the names submitted for that same domain from all the resellers.

{10]  After first winning the 4Domains, Inc. auction process, the applicant was
fortunate to also win the round-robin drawing and gain ownership of the domain name,
which was registered at a cost of US $49.

[11]  On or about April 10, 2002, the applicant was contacted by Lori A. Ball, who
identified herself as "Manager, Legal Administration, and Secretary” for Molson Canada.
‘Ms. Ball advised that her company sold “a well known brand of beer called,
'‘CANADIAN', that was the subject of a Canadian trade-mark registration™. Ms. Ball
further demanded that as a result, the applicant must transfer the domain name to
Molson Canada or she would initiate a complaint with ICANN over the applicant’s:
registration of the domain name.



Page: 3

[12]  On April 30, 2002, the applicant replied to Ms. Ball via email, and advised her
that e had no intention of using the domain name in connaction with beer or their
product or to otherwise confuse the public. The applicant also advised Ms. Ball that the
word, “Canadian®, is an “incredibly generic’ term and that he believed that his
registration of canadian.biz was perfectly valid.

{13] In an email to the applicant dated April 24, 2002, Ms. Ball admitted to the
applicant, that the sole basis and reason for Molson Canada’s claim o the applicant's
domain name, was their concern that it may be inappropriately used by someone in the

[14]  Ms. Ball's email states:

However, because it is such a very important trade-mark for our company, we
foel it is necessary to pursue this P claim in connection with the domain name
canadian.biz. While we appreciate that it may not be your present infention to
use this domain name to create negative publicity or confusion in the public's
mind about our product or our company, we cannot be certain that your plans will
not change or that some possible future owner of the domain name will have the
same honourable attitude.

Moreover, regardiess of your intentions; the fact remains that by registering the
domain name CANADIAN.biz, you are preventing Molson from reflecting ils
trade-mark in a corresponding domain name. In order to protect our brand name,
‘we intend to proceed with the IP claim. Our offer to. accept a transfer of the name
and fo reimburse you for your reasonable costs in obtaining this domain name
still stands. '

Prior Procsading

{15] Molson Canada commenced a complaint with the National Arbitration Forum
(the *NAF") against the applicant in connection with his registration of the domain name
on April 26, 2002. The NAF is a dispute resolution provider accredited by ICANN to
provide “administrative hearings™ of a summary nature in order to resolve disputes
between domain name registrants and complainants. As a registrant of a *.biz” domain
name, the applicant agreed in his Registration Agreement to submit to such an
administrative hearing, if commenced.

[16] The NAF is mandated to employ the ICANN Start-up Trademark Opposition
Policy {(“STOP”), the ICANN Uniform Dispute Resoiution Policy ("UDRP?) and STOP
Rules; to resolve complaints.

[17]  On May 30, 2002, the NAF appointed Robert R. Merhige Jr. to adjudicate the
dispute. In his decision dated June 11, 2002, he directed that the registration of the
domain name Canadian.biz be forthwith transfarred to Molson Canada.

{18]  Pursuant to para.4(k) of the UDRP and STOP, by issuing the within application

and delivering a copy 1o the applicable registrar, the applicant has caused ‘the transfer
of the domain name to be automatically frozen pending the decision of the court.
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[19]  Thecriteria used by Mr. Merhige in arriving at his decision were:

Paragraph 4(a) of the STOP Palicy requires that the Complainant must' prove
each of the following three elements to obtain an order that & domain nams
should be transferred:

{1) the domain name is identical to a trademark or service mark in which the
Compiainant has rights; and

{2) the Respondent has no rights or lngitimate interasts in raspect of the domain
name; and.

{3) the domain name has been registered or is being used in bad faith.

[20] 1 note that in order for the complainant Molson Canada to be successful in
‘having the domain name transferred to it, afl three elements must be proven.

identical Trademark

[21] Molson Canada owns the registered trademark "CANADIAN". Mr. Merhige
concluded, “It's beyond question that the domain name in.issue is identical o the mark
in which Complainant has rights™.

[22]  But, is that the end of the enquiry? Does that mean that Moison Canada should
automatically have the domain name canadian.biz transferred to it? The:fundamental
problem stems from the registration of the generic name, “Canadian”®, as a trademark.
Until this case, | was unaware that the word *Canadian” was a regastered trademark of
Moison Canada. In my view the trademark registration shouid only have been allowsd
as “Molson Canadian”.

_[23] In the registration details for the registration of the trademark CANADIAN there
is the followmg disclaimer:

‘The Applicant disclaims the right for the purpose of this application ard the
resulting registration o the axclusive right to the use of the word: CANADIAN
apant from the trade-mark in connection with-all of the wares except brewed
-alcohalic baverages, namely beer.

{24]  From this disclaimer | conciude that Molson Canada intended to use the word
“CANADIAN" ‘only with respect to beer. Therefore, since the trademark registration does
not give Molson Canada exclusive use of the word “Canadian”, .any person should be'
able to own the domain name, “canadian.biz”.

{25] There are hundreds of Canadian businesses and entities which use the word
“Canadian” as a prefix or suffix for identification purposes.

{26} 1 venture to say that the word “Canadian™ accompanied by the suffix “blz" would
not conjure up in the minds of most Canadians as referring to Molson Canadian beer.

(27 | also note that there are other domain names. contammg the word “Canadian”
which have been registered as: canadian.ca, canadian.com; canadian.net; and
canadian.org. These domain names are owned by persons other than Molson. Canada.
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[28]  If canadian.biz has to be transferred to Moisan Canada because it is identical to
Molson Canada's trademark “CANADIAN®, then it follows that the other above domain
names containing the word “Canadian” should also be transferred to Molson Canada.
However, although these other domain names have been registered for some. time,
Molson Canada has apparently taken no steps to challengs those registrations and
Molson Canada has apparently suffered no prejudice by their existence.

[29]  Mr. Merhige's decision is dated June 11, 2002. Another decision by a different
panelist dealing with *American.biz” was released June 13, 2002. (See American
Airfines Inc. v. WebWide intemet Communication GmbH, Claim No.FA0204000112518,
{Nat.Arb.Forum), June 13, 2002.) That decision came to the opposite conclusion and
refused to transgfer the domain name to the complainant.

{30]  in that case American Airlines is the owner of registered mark "American” for
goods described as “model airplanes made of plastic, metal and wood; model airplanes
incorporating @ metal coin bank”. The respondent registrant of “American.biz” is in the
business for hotels, travel and tourism industry.

[31]  Estella S. Gold, Panelist, found, “It is undisputed that the mark ‘American’ is
identical to the registration of the domain name ‘Americanbiz’ for this STOP
proceeding”. In her reasons she states:

On the whole, courts have heid that the addition or variation of any slement of
AMERICAN, no matter haw slight, will remove it from the geographically
descriptive category for American-based sellers. For example, AMERICAN GIRL
shoss, ALL AMERICAN on radios, AMERICAN PLAN CORPORATION for
insurance services, and AMERICANA for hotel services, were heid arbitrary
American Airlines, however, did not add additional words or a variation of any
slement of ‘Americart’, in its registration of the mark at issue. The unadorned,
simple word AMERICAN as used by Complainant herein has been repeatedly

ceramic tiles, gasoline, truck bodies, and automobile associations.
[32] Simply because a domain name is identical or similar to a trademark name
should not resultin the transfer of the domain name to the trademark owner. in-my view,
unless there is some evidence that the use of the domain name infringes on the use of
the trademark name, a person other than the owner of the trademark: should be able to
continue to use the domain name. ‘

[33]  In his response to Molson's complaint the applicant stated:

.. | have every intention of using i, and not merely to sell it to Molson or
someone eise, (although | understand that arbiters have determined that even
that is a legitimate business effort in some circumstances). I'm not sure how
much of my plans | am required to reveal {considering confidentiality concems),
but | can say that | have, to name just one example, been engaging with the
‘Canadian E-Business Opportunities Roundtable. The final report has finally been
released, titled: ‘Fast Forward 3.0: Maintaining the Momentum.’ ... The report



Page: 6

indicates that more and more Canadian businessss are going online, and
Canadian e-commerce last year netted US$28 billion. Canada is now number3
in the world in terms of e-readiness, and Canadians access the Internet more per
¢capita than any other G8 natlon. Finally, 63 percem of Canadian businesses
were online as of 2000, a number that is growing daily, it is the: growth and
success of Canadian businesses that use the Internet that 1 plan 1o utilize for my
own profit-sesking venture by using the canadian.biz domain. 1 was W
toward this goal far in advance of my successful registration of the: domain name.
That is why | registered it.

[34] Mr. Merhige, in his decision, states that the applicant’'s above response
statement, “... can be characterized only as an unsupported satf~serving allegation

which is insufﬁctent to establish any rights or legitimate interests in respect to the
domain name in issue.”

(35]  Mr. Merhige also states, “... there is nothing in the record of any demonstrable
preparations o use the domain name or a name corresponding to the domain name in
connection with a bona fide offering of goods or services.”

[36] But the: restnct;on on registering “biz” domain names states, “... must be used
orintended to {emphasis added) primarily for bona fide business of commercial
purposes.” The applicant was not required to put forward a complete business plan as
to his proposed use of the domain name “canadian.biz”. Because of the manner in
which this domain name was “auctioned off” | suspect that very few hopeful regsstrants
spent a lot of time developing specifics on how they would use the domain name if they
were the lucky winners of the right to register the domain name “canadian.biz",

[37] It seems to me that there is sufficient evidence that the applicant intended fo
use “canadian.biz” for a bona fide business or commarcial purpose.

{38] | note that Molson Canada’s complaint does not outline how it intended to use
“canadian.biz”,

[39} The following are some of the domain names owned by Moison Canada:

moisoncanadian.biz
moison.biz
molson.com
molsoncanadian.com
molsoncanadian.info
malsoncanadian.net
molsoncanadian.org

{40] | doubt that the public would confuse “canadian.biz” with either
“molsoncanadian.biz” or “molson.biz”. | find it difficult to understand why it is necessary
that Moéson Canada also own “canadian.biz” except to prohibit anyone else from
owning
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[41] M'r;Methige*s decision on the bad faith element states:

| find that the registration by the Respondent of record, whether it beas twould
»appear fmm the: ofﬁciai recc«rd of B!ueberry Hill Comj ions, m--- or Douglas -~ -

e\ hd'regxsters canad:an biz" does tiagree with
the ﬁndmg ef b,_ faith, If Mr. Merhxge is correct, me oniy person who wuid reg:ster~
"canadtan biz" without bad faith is Molson Canada. :

: ,;louglas Black is the rightful. regastrant ef the domam name, canadtan iz in
a8 agamst Molson Carsada L : | | :

2.

{46] - The appiacant sha%l have his costs of the appiscatt n. if
costs they may prov:cie me with written submissions on costs

Released: July 18, 2002




